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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 14 October 2003 . 
2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Clalm(s) is/are allowed. 

6) 13 Claim(s) 1A-13.17 and 18 is/are rejected. 

7) M Claim(s) 2.3 and 14-16 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

1 0)n The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawjng(s) is objected to. See 37 CFR 1,1 21(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)|EI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|g] All b)n Some * c)^ None of: 

1 -El Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Inten/lew Summary (PTO-41 3) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) Q Notice of Informal Patent Application {PTO-152) 

Paper No(s)/Mall Date . 6) C] Other: . 



U.S. Patent and Trademark Office 
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Claim Objections 

Claim 16 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant Is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the clalm(s) in independent form. The phrase "material 
products" is all-encompassing hence claim 16 does not serve to further limit claim 15. 

Claim Rejections -35 use §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 1 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The precise nature of acrylate "systems" is not made clear by the Specification. Is 
applicant merely referring to other acrylic reactants. The word system seems to imply 
any acrylic-compound-containing composition of matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 
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Claims 1, 4, 6, 11-13, and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent # Khatib et al., U.S. patent # 5,621 ,020. The disclose a 
release composition for the manufacture of linerless labels comprising the materials 
outlined in the abstract. Relevant to the present discussion, a suitable commercial 
formulation containing the appropriate acryl-functionalized polysiloxane(s) and the 
photoinitiator 2-hydroxy-2-methyl-1-phenyl-1-propanone is volunteered in the paragraph 
bridging columns 5 and 6. 

Concerning claim 18, there is no express teaching of improved adhesion resulting from 
the utilization of the aforementioned photoinitiator. Nevertheless, the one process step 
recited by claim 18 is fully taught by the reference and it is the Examiner's position that 
improved adhesion would have to be an inherent benefit of employing 2-hydroxy-2- 
methyl-1-phenyl-1-propanone as the initiating species for the curable polysiloxane. 
"[PJroducts of identical chemical composition can not have mutually exclusive 
properties." A chemical composition and its properties are inseparable. Therefore, if the 
prior art teaches the identical chemical structure, the properties applicant discloses 
and/or claims are necessarily present." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 
1655, 1658 (Fed. Cir. 1990). See also In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 
433 (CCPA 1977). "Where the claimed and prior art products are identical or 
substantially identical in structure or composition, or are produced by identical or 
substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established." 
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"[T]he PTO can require an applicant to prove that ttie prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. 
Whether the rejection is based on inherency" under 35 U.S.C. 102, on prima facie 
obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of proof is the 
same...[footnote omitted]." The burden of proof is similar to that required with respect to 
product-by-process claims. In re Fitzgerald, 619 F. 2d 67, 70, 205 USPQ 594, 596 
(CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 
1977)). 

Claims 1, 4, 6-1 1, 17, and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gutek, U.S. patent # 4,956,221 . Gutek teaches a conformal coating for 
application to printed circuit boards containing at a minimum all of the materials set forth 
in the abstract, which includes mention of methacrylate-functional polydiorganosiloxane, 
2-hydroxy-2-methylphenylpropanone as a photoinitiator, and a second photoinitiator that 
does not adhere to the structural limitations of the description outlined in claim 1 . Both 
photoinitiators are added in amounts con-esponding to 1.5 to 3 wt.% of the composition 
(paragraph bridging columns 4 and 5). In addition to the essential materials delineated 
in the abstract, the composition may also contain a photosensitizer (column 5, lines 38- 
39) or other usual additive such as an antioxidant or storage stabilizer. 

Claim 18 is rejected under the same rationale offered earlier. 

Claims 1 , 5, 6, 10-1 1 , and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Aral et al., EP 332 400 A2. The abstract discloses an inventive 
composition for adhesive, co=ating, sealing, and potting applications (page 2, line 7) 
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comprising a (meth)acrylic group-functionaiized organopolysiloxane, an organosilane 
having specified structural attributes, and a pfiotoinitiator. According to page 5, lines 1- 
13, such photoinitiators may include (l-methyl-l-hydroxy)ethyl phenyl ketone, which 
meets the limitations recited in claim 5, and 1-hydroxycyclohexyl phenyl ketone in an 
amount of 0.01 to 10 wt.% per 100 parts of the base polymer. 

As for claim 10, fumed silica and other additives are contemplated on page 5, 
lines 52-59. 

Claim 18 is rejected under the same rationale offered earlier. 

Allowable Subject Matter 

Claims 2-3, and 14-16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. In no instance did the prior art 
teach a photoinitiator that simultaneously had structural attributes R^, R'^, and OR^ 
flanking a carbon atom on one side of the carbonyl, and C3 or higher alkyi substituent 
attached to the phenyl ring on the other side. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
December 9, 2004 




